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Disposition of Claims 

4) ^ Claim(s) 21-35 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 21-35 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 
Response to Arguments 

Applicant's arguments filed 12/27/05 have been fully considered. Regarding the 
IDS file 4/8/04, the Examiner appreciates the submission of a copy of the foreign 
references. It is noted that applicant's re-submission filed 12/27/05 included a concise 
and brief explanation of the non-English references. 

Regarding the rejection of claims 21-35 under 35 U.S.C. 101, applicant argues: 
"Applicants' are unaware of, and the Office Action fails to identify, any legal authority 
that prohibits a naturally occurring element to be included as an element in a claim 
which otherwise contains non-natu rally occurring elements" and "Applicants request 
that the Examiner cite legal authority that 35 U.S.C. 101 prohibits a naturally occurring 
element to be included as an element in a patent claim which othewvise contains non- 
naturally occurring elements." In response, the Examiner notes the last paragraph of 
MPEP2105: 

If the broadest reasonable interpretation of the claimed invention as a 
whole encompasses a human being, then a rejection under 35 U.S.C. 101 
must be made indicating that the claimed invention is directed to 
nonstatutory subject matter. Furthermore, the claimed invention must be 
examined with regard to all issues pertinent to patentability, and any 
applicable rejections under 35 U.S.C. 102, 103, or 112 must also be 
made. 

Regarding the rejection of claims 21-35 under 35 U.S.C. 102(b) as being 
anticipated by Stroot (3,979,778), applicant argues, "[n]o part of StrooVs prosthetic 
component 12 contacts and bears directly against StrooVs natural acromion as required 
by applicant's invention of claim 21. " As far as the scope of the claims can be 
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determined due to the claimed non-statutory subject matter, it is the Examiner's position 
that the device of Stoot is fully capable of being used in the same method wherein a 
portion of the prosthetic would contact the acromion. MPEP 2114 teaches: 



APPARATUS CLAIMS MUST BE STRUCTUR-ALLY DISTINGUISHABLE 
FROM THE PRIOR ART 

>While features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from 
the prior art in terms of structure rather than function. >ln re Schreiber, 
128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997) 



MANNER OF OPERATING THE DEVICE DOES NOT DIFFERENTIATE 
APPARATUS CLAIM FROM THE PRIOR ART 

A claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus" if the prior art apparatus 
teaches all the structural limitations of the claim. Ex parte Masham, 2 
USPQ2d 1647 (Bd. Pat. App. & Inter. 1987) 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 21-35 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Regarding at least claims 21 and 29, the 
humerous, acromion, and glenoid surface which are naturally occurring non-statutory 
subjection matter is positively claimed. It is applicant's duty to remove all positively 
claimed non-statutory subject matter from all claims including additional body parts such 
as the medullary canal. 
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As far as the scope of the claims can be determined, the following art rejection is 
made of record. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 21-35 are rejected under 35 U.S.C. 102(b) as being anticipated by Stroot 
(3,979,778). 

Stroot teaches an assembly comprising: 

a humeral prosthesis having (i) a prosthetic stem component 22 securable within 
said resected natural humerus, and (ii) a prosthetic head component 20 including a 
glenoid-bearing portion and an acromion-bearing portion together defining an outer 
bearing surface greater than 190 degrees and about 220 degrees, 

wherein, during abduction of said resected natural humerus, (i) said acromion- 
bearing portion contacts and bears directly against said natural acromion, and (ii) said 
glenoid-bearing portion contacts and bears directly against said glenoid surface. 

Regarding the prosthetic glenoid surface, see element 10. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bruce E. Snow whose telephone number is (571) 272- 
4759. The examiner can normally be reached on Mon-Thurs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott can be reached on (571) 272-4754. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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